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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3_ MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

' Q^'r/cw^*^M-r?It^.*'*' available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timely f.led 

after SIX (6) MONTHS from the mailing date of this communication ^ i 

' I! Lo ^''"^J^' '^P'/ specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days.will be considered timely 
" F^itMrH ?' '7^^ f^specified above the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of Ihis communication 
- Failure o reply with.n the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133 

' y?^^*^^'*'^'^*^^*^^"*^^^^^^^^ may reduce any 

earned patent term adjustment. See 37 CFR 1 704(b) y - r ^mu^u <jny 

Status 

1 )□ Responsive to corTimunication(s) filed on . 

2a)n This action is FINAL. 2b)[B^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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4) (B^CIaim(s) |"-I3 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Xilaim(s) is/are allowed. 

6) [Sf Claim(s) is/are rejected. 
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8) M Claims H)6 are subject to restriction and/or election requirement. 
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Application/Control Number: 09/980,139 Page 2 

Art Unit: 3753 

The Examiner is doing a routine name search on inventor Williges turned up SN 
09/913,247 (US 2002/0121618 A1) which appears to be highly relevant to the present 
application. Please cite here any relevant prior art cited in the prosecution of that 
application. If there are other related applications that the Examiner should be aware of 
make them of record in response to this action. 

Applicant's Abstract must be rewritten as one paragraph of 250 words or less. 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: first species wherein temperature TMA is measured at 
the outlet 36 of the bypass line 22 (page 8, line 6), second species wherein TMA is 
measured at the outlet of the engine 12 (page 8, lines 6-7) and third species wherein 
TMA is measured at the control valve 26 (page 8, line 7). 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no claims appear to be generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
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are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the additional 
temperature at the outlet 36 of the bypass 22 disclosed on pages 7, lines 25-274s-R©t 
shown. The subject matter of claim 12 is also not shown namely the multiple heat 
sources and /or sinks must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Applicant is required to submit a proposed drawing correction in reply to this 
Office action. However, formal correction of the noted defect may be deferred until after 
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the examiner has considered the proposed drawing correction. Failure to timely submit 
the proposed drawing correction will result in the abandonment of the application. 

The disclosure is objected to because of the following informalities: applicant's 
statement of the prior art on page 1 , line 5 of the specification is unclear. Claim 1 , as 
currently written, has no easily discernible preamble. Please rewrite the exact 
description of what is conceded prior art into the specification at page 1 Jine 5. On page 
7, line 22-27, applicant states that temperature sensor 32 measures a temperature 
approximately the same as the temperature at outlet 36. This is clearly incorrect as 
sensor 32 measures the temperature at the outlet of the engine. On page 9, line 7 "52" 
should read -62 --. 

Appropriate correction is required. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
clainning the subject nnatter which the applicant regards as his invention. 

Claims 1-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, lines 3-4. " Can be electrically triggered" is vague language. Since a 
specific control Function is recited here the Examiner would suggest amending the 
quoted language to read ~ is controlled by a control means In claim 5, line 1 and 2, 
the Examiner would suggest changing " the first" and " the second" to ~ a first ~ and ~ 
a second respectively. 
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Claim 13 is an impermissible claim under U.S. practice. Dependent claims cannot 
subtract structure from independent claims even if they intend to substitute other 
structure. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the nnanner and process of 
nnaking and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 7, 11 and 13 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. There is no enabling disclosure in the specification to support what is claimed 
in claim 7. No control disclosure is given for what the system actually does in the event 
of a malfunction or even how a malfunction is detected. No disclosure exists for which 
additional sensors are used or how they are used. The disclosure, at best, discloses the 
idea of a malfunction detector but provides no enabling disclosure for how to construct 
one in applicant* s disclosed system. The same criticism applies to claim 1 1 , where the 
phrase " proper functioning" is treated by the Examiner's as simply another way of 
expressing the idea of detecting a malfunction. 

Claim 13 is not enabled to the extent that it uses the words " and/or". These 
alternatives are clearly disclosed as alternatives (i.e. with the word " or") on page 8, 
lines 6-7. No enabling disclosure. exists to process more than one of them in the formula 
found on page 8, line 4 of the specification. 
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The most expedient course of action to respond to these latter rejections is to 
cancel claims 7 and 1 1 . Claim 13 must be amended so that "and/or" is changed to - or 
- and it must somehow be incorporated into claim 1 in such a way that is does not take 
away structure from claim 1 . The examiner would suggest defining an equation using 
the variable TMA in claim 1 (see page 8, line 4) and then specifying that TMA can be 
any one of the three temperature listed on page 8, lines 6-7 of the specification. 

Any inquiry concerning this communication should be directed tq^jQt^^rTFbf at 
telephone number 308-2636. 


Ford/DI 

February 9, 2004 



